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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-22, drawn to a coated abrasive, classified in class 51, subclass 295. 

II. Claims 23-34, drawn to a method, classified in class 427, subclass 264. 

The inventions are distinct, each firom the other because of the following reasons: 

Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case, the 
product as claimed can be made by another and materially different process, such as one using 
make and size coatings (one not using the claimed specific formulation). 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art because of their recognized divergent subject matter, restriction for 
examination purposes as indicated is proper. 

Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Jeffirey S. Abel on 7/25/05 a provisional election 
was made with traverse to prosecute the invention of Group I, claims 1-22. Affirmation of this 
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election must be made by applicant in replying to this Office action. Claims 23-34 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to. a 
non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.17(i). 

Claims 12 and 15 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 12 is indefinite because it defines "the balance of the binder formulation" and "the 
balance" implies that the binder formulation was initially used before. Since the claims do not 
define any prior use of this formulation, how can a "balance of binder formulation" be used in 
claim 12. Is all of the binder formulation used in the mixing step? 

Claim 15 is indefinite because the examiner is unclear as to if all of the substrates (paper, 
cotton and polyester) are treated with a saturant or if only the cotton and polyester are. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-22 are rejected under 35 U.S.C. 103(a) as obvious over Wei et aL (724) alone of 
in view of Ab^amson and Christianson. 

Wei et al. teaches in column 2, line 60-column 3, line 5, column 4, line 7-column 5, line 
6, line 68 and the claims, a coated abrasive article comprising a substrate (paper, fabric, etc.) and 
an abrasive layer attached thereto, wherein the abrasive layer comprises abrasive particles (alpha 
alumina) and a binder formulation which comprises a mixture of a radiation (UV, etc.) curable 
component (acrylated oligomers) and a thermally curable component (epoxy resin). A silane 
coupling agent can also be used in the formulation. The surface of the coated abrasive article is 
embossed (i.e. by using a patterned tool) to impart the desired shape (continuous or patterned. 

Abrahamson teaches in column 3, lines 27-28 that thermally curable binders for coated 
abrasives can either be in powder or liquid form. 

Christianson teaches in column 7, lines 54-62 that when using a coupling agent, either the 
coupling agent may be mixed with the binder or initially coated on the abrasive particles prior to 
mixing with the binder. 

With respect to the binder, although not defined as being in powder form, no distinction 
is seen to exist because the final product is the same, irrespective of a powder binder being used 
in the binder mixture. The binder of the final product will not be a powder once it is cured, 
thus the powder limitation is only defining the intermediate mixture used to form the final 
product. In other words, since the final product will not contain a powder, no distinction is seen 
exist between the reference final product and the claimed final product. Assuming arguendo, 
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although the primary reference does not make mention of the form of the binder used to make 
the initial mixture, the absence of a teaching of the binder form broadly encompasses and 
therefore makes obvious the use of any binder form, either liquid or powder. Finally, and in the 
alternative, to support the examiners statement above, Abrahamson teaches that thermally 
curable binders for coated abrasives can either be in powder or liquid form and the use of any 
conventional binder form, as the binder form according to the primary reference, would have 
been well within the scope of the skilled artisan. With respect to the uniform mixture, although 
not literally defined, it is examiners position that when using the above mixture of binders, one 
skilled in the art would have known to make a uniform mixture of the binders in order to 
optimize the homogeneity of the formulation which would optimize the bonding of the abrasive 
particles. With respect to claim 5, the reference states that mixtures of binders can be used 
(defines specific binders used) and this (the limitation mixture) broadly encompasses the use of 
any mixture of binders including the mixture of two UV curable binders in admixture with a 
thermally curable binder. In addition, it is prima facie obvious to combine two or more materials 
disclosed by the prior art to form a third material (mixture of UV curable binders) that is to be 
used for the same purpose. In re Kerkhoven 205 USPQ 1069. In view of this, the limitations of 
claims 1-11 and 17 are met. 

With respect to the limitations of claims 12-14, the coupling agent used in the primary 
reference, as defined by the trade names, reads on the claimed materials. Although the abrasive 
grains are not defined as being treated with this material prior to mixing with the binder, this 
(treated) is a process limitation in a product by process claim and process limitations to define 
the product and "product-by-process" claims do not patentably distinguish the product even 
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though made by a different process. In re Thorpe 111 USPQ 964. In addition, the final abrasive 
layer will contain abrasive grains, a binder and a coupling agent and thus no distinction is seen to 
exist between the final abrasive layer of the reference and that of the claimed invention. In other 
words, the process used to make the final abrasive layer (i.e. treating of abrasive grains) does not 
seem to impart a patentable distinction to the final product. Assuming arguendo, and in the 
altemative, although the primary reference does not make mention of the initial coating of the 
abrasives with a coupling agent, this concept is obvious and clearly within the scope of the 
skilled artisan because Christianson teaches that this is a well known way to incorporate a 
coupling agent into an abrasive/binder formulation as is an altemative technique to mixing the 
coupling agent with the binder and abrasive particles in a single step. The interchangeability of 
fiinctionally equivalent steps is within the level of the skilled artisan. 

With respect to the substrate, the substrate can have a smooth surface coating and a 
specific example is SURLYN coated cloth and this reads on the limitations of claim 15-16. 

With respect to the surface features, the primary reference states that the surface of the 
coated abrasive article is embossed to impart the desired shape (continuous or pattem) and this 
broadly reads on claims 18-22. 

In view of the teachings as set forth above, it is the examiners position that the references 
reasonably teach or suggest the limitations of the rejected claims. 

A reference is good not only for what it teaches but also for what one of ordinary 
skill might reasonably infer from the teachings. In re Opprecht 12 USPQ 2d 1235, 1236 
(CAFC 1989); In re Bode USPQ 12; In re Lamberti 192 USPQ 278; In re Bozek 163 USPQ 
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545, 549 (CCPA 1969); In re Van Mater 144 USPQ 421; In re Jacoby 135 USPQ 317; In re 
LeGrice 133 USPQ 365; In re Preda 159 USPQ 342 (CCPA 1968). In addition, "A reference 
can be used for all it realistically teaches and is not limited to the disclosure in its preferred 
embodiments" See In re Van Marter, 144 USPQ 421, 

The subject matter as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have selected the overlapping portion of the range 
disclosed by the reference because overlapping ranges have been held to be a prima facie case of 
obviousness, see In re Malagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 
1976). 

Evidence of unexpected results must be clear and convincing. In re Lohr 137 USPQ 
548, Evidence of unexpected results must be commensurate in scope with the subject matter 
claimed. In re Under 173 USPQ 356. To establish unexpected results over a claimed range, 
applicants should compare a sufficient number of tests both inside and outside (i.e. as well as the 
upper and lower limits) the claimed range to show the criticality of the claimed range. In re Hill 
284 F.2d 955. 128 USPQ 197 (CCPA 1960). 

The additional references cited on the 1449 have been reviewed by the examiner and are 
considered to be art of interest since they are cumulative to or less than the art relied upon in the 
above rejections. 

Any foreign language documents submitted by applicant has been considered to the 
extent of the short explanation of significance, English abstract or English equivalent, if 
appropriate. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A. Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorehgo can be reached on (571) 272-1233. The fax phone number for the 
organization where this application or proceeding is assigned is (571) 273-8300 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more informatioi^)^t the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on a^^o the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 19^(^H-free). 

8/05 Michael AMarcheschi 

MM Primary Examiner 

Art Unit 1755 



